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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
IN THE MATTER OF TRADEMARK 
APPLICATION SERIAL NO. 85/120,994 
 

MERIAL 

  Opposer 

v. 

SERGEANT’S PET CARE PRODUCTS, 
INC. 
  Applicant 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 

Opposition No. 91199117 

 

 

REPLY BRIEF IN SUPPORT OF APPLICANT’S MOTION TO CONSOLIDATE  

In its Opposition Brief to Applicant, SERGEANT’S PET CARE PRODUCTS, INC.’S 

(“Applicant”) Motion to Consolidate, Opposer MERIAL (“Merial”) has misrepresented the facts 

and the communications between the parties.  For the reasons set forth herein,1 as well as the 

reasons set forth in Applicant’s initial Brief in Support of its Motion, Applicant respectfully 

requests that the Board consolidate this proceeding with Opposition No. 91197053. 

This is not the first time that these parties have been before this Board.  In Opposition 

Nos.  91192979 and 91193879, Opposer opposed certain trademark registrations sought by 

Applicant.  In those proceedings, it was Opposer that sought consolidation.  In so doing, Opposer 

extolled the similarities in the parties, counsel, questions of law, and questions of fact in seeking 

consolidation.  See Opposer’s Motion to Consolidate filed in Opposition No. 91193879, at p. 2.  

This Board ultimately granted Opposer’s Motion for those exact reasons.  The same logic and 

                                                 
1 Applicant is mindful of the Board’s position on reply briefs as set forth in TBMP § 502.02(b).  
But the misstatements and mischaracterizations of Opposer in its Opposition Brief necessitated 
this Reply Brief to clarify the record. 
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common questions are involved in this case.  And the result should be the same notwithstanding 

Opposer’s sudden departure from the similarities it found replete in the prior proceedings. 

These Oppositions involve four of Applicant’s applications.  Those marks include 

PRONYL OTC, F-PRONIL, FIPROGUARD, and FIPROSPOT, with the first application 

subject to one proceeding and the latter three subject to the other.  With regard to the PRONYL 

OTC application, Opposer asserts that Applicant is not entitled to registration because said mark 

is generic, descriptive, or descriptively misdescriptive and should therefore be denied registration 

under 15 U.S.C. §  1052(a) and (e), as well as 15 U.S.C. § 1051.  Notwithstanding Applicant’s 

strong disagreement with the veracity of this statement, those are Opposer’s purported grounds 

for opposing that application.  See Opposer’s Petition in Opposition No. 91199117, at ¶ 6.  

Notwithstanding its protestations to the contrary, those are the exact same legal grounds on 

which Opposer has opposed Applicant’s F-PRONIL application in the other Opposition pending 

before this Board.  See Opposer’s Petition in Opposition No. 91197053, at ¶¶ 8-9.  Additionally, 

both of these Oppositions rest on the faulty factual premise that Opposer has legal rights in the 

generic chemical name “fipronil.”  See Opposer’s Petition in Opposition No. 91199117, at ¶ 9; 

Opposer’s Petition in Opposition No. 91197053, at ¶ 4.   

As such, there are clearly common questions of law and fact permeating these separate 

proceedings.2  The legal issues related to these positions will have to be, if Opposer succeeds in 

its position, decided two separate times notwithstanding their identity, as well as the identity of 

the parties and counsel.  It is clear that, for the same reasons Opposer sought, and ultimately 

succeeded, in consolidating the prior Oppositions between these parties, that these proceedings 

                                                 
2 In its Opposition Brief, Opposer focuses not on these clear common questions of law and fact, 
but rather on the other two applications (FIPROGUARD and FIPROSPOT) at issue in 
Opposition No. 91197053.   While the grounds for the opposition of those Applications may, 
indeed, be different, the above legal issues, related to alleged “genenericness,” “descriptiveness,” 
and “descriptive misdescriptivenss” will have to be decided in both proceedings.  As such, to 
proceed as proposed by Opposer will indeed provide for a significant duplication of efforts. 
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should also be consolidated.  To force these proceedings to continue independently will only 

waste this Board and the parties’ time and resources.  Accordingly, this Motion should be 

granted. 

In its Opposition Brief, Opposer also misstates to this Board the timing of seeking 

consent on this Motion.  Since before the time that Opposition No. 91199117 was even pending, 

counsel for Applicant had attempted to obtain consent for consolidation or other means to 

streamline these proceedings.  In fact, as early as January 25, 2011, after Applicant filed certain 

express abandonments of applications not yet opposed by Opposer, counsel for Applicant wrote 

to counsel for Opposer and suggested a discussion on the possibilities of streamlining these 

opposition proceedings (the last of which had yet to be filed).  See E-mail attached as Exhibit A.  

Again on February 18, 2011, counsel for Applicant inquired about the potential consolidation of 

these proceedings.  This was over a month before Opposition No. 91199117 was even filed and 

two months before the instant Motion was filed.  For Opposer to suggest it was blindsided by this 

attempt to conserve this Board’s and the parties’ resources is disingenuous at best. 

Similarly misplaced are Opposer’s concerns regarding discovery.  Opposer is correct that, 

on the same day it refused to consent to the instant Motion, it served discovery on Applicant, 

including twenty-two (22) interrogatories, eighty-two (82) requests for production of documents, 

and ninety-six (96) requests for admission.  Many of the requests seek clearly irrelevant 

information such as formulas for products and supply sources for chemicals which appear 

designed to uncover information for other potential litigation.  The instant Motion is not intended 

to delay discovery.  Applicant is not seeking to close the already-open discovery period and 

consents to having it remain open through the time set for it to close in Opposition No. 91199117.  

But the breadth of this discovery is yet another reason to consolidate these proceedings.  If left 

unchecked, Opposer could serve another 200 discovery requests in the second Opposition.  
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Consolidation will allow the discovery to be used in both proceedings and force Opposer to be 

slightly more selective with its discovery requests. 

Finally, Opposer’s hypothesis and “suggestions” to Applicant as to how to “streamline” 

these proceedings have no merit and no place in this Motion.  Applicant is allowed, under the 

very same trademark laws touted by Opposer, to file applications for which it has a bona fide 

intention to use in commerce.  If Opposer was truly interested in streamlining these proceedings, 

it would consent to this Motion, and not waste this Board’s time with the mischaracterizations of 

its own pleadings and the record. 

For all the foregoing reasons, good cause exists to consolidate these Opposition 

proceedings.  There are clearly common questions of law and fact.  Nothing in Opposer’s 

Opposition Brief changes the simple facts framed by its own pleadings.  Applicant therefore 

requests that these proceedings be consolidated, that Opposition No. 91197053 become the 

parent proceeding, and that all dates be re-set in the consolidated Opposition proceeding to 

coincide with the dates set by the Board in Opposition No. 91199117 with the exception that the 

discovery period would be deemed to have already begun. 

Respectfully submitted, 
 
POLSINELLI SHUGHART PC 
 
 
By:  /Keith J. Grady/   

KEITH J. GRADY 
JOHN M. CHALLIS             
100 South Fourth Street, Suite 1000 
St. Louis, Missouri 63102 
Phone:  (314) 889-8000 
Facsimile:  (314) 231-1776 
E-Mails:  kgrady@polsinelli.com 

                      jchallis@polsinelli.com 
 
ATTORNEYS FOR APPLICANT 
SERGEANT’S PET PRODUCTS, INC. 
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CERTIFICATE OF SERVICE  

The undersigned hereby certifies that a true and correct copy of the above and foregoing 
pleading was served by United States Mail, postage prepaid, this 10th day of May 2011, to: 

 
 
BREWSTER TAYLOR, ESQ. 
STITES & HARBISON, PLLC 
Suite 900 
1199 North Fairfax Street 
Alexandria, VA 22314 
 
ATTORNEYS FOR OPPOSER 
 
 
 

        /Keith J. Grady/   
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